United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/670,638 



09/24/2003 



25259 7590 04/16/2009 

IBM CORPORATION 

3039 CORNWALLIS RD. 

DEPT. T81 / B503, PO BOX 12195 

RESEARCH TRIANGLE PARK, NC 27709 



DE920010081US1 



JEAN GILLES, JUDE 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
04/16/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

RSWIPLAW@us.ibm.com 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/670,638 


Applicant(s) 

ARNING ET AL. 


Examiner 

JUDE J. JEAN GILLES 


Art Unit 

2443 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 12 January 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) U33 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 24 September 2003 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office Action is in reply to communication field on 01/12/2009. 

Related Appeals and Interferences 

1 . In view of the Appeal Brief Filed on 01/12/2009, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 as this Office action is non-final; or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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3. Claims 1 and 5 are rejected under 35 U.S.C. 101 as not falling within one of the 
four statutory categories of invention. While the claims recite a series of steps or acts to 
be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to particular 
machine, or (2) transform underlying subject matter (such as an article or material) to a 
different state or thing. See page 10 of In Re Bilski 88 USPQ2d 1385. The instant 
claims are neither positively tied to a particular machine that accomplishes the claimed 
method steps nor transform underlying subject matter, and therefore do not qualify as a 
statutory process. The computerized method "for predicting the correct addressee with 
the steps of analyzing at least one of a set of attributes of the user related history 
information using text mining methods for associating attribute values and providing a 
data mining model for addressee proposal and prediction result ..." is broad enough that 
the claim could be completely performed mentally, verbally or without a machine nor is 
any transformation apparent. 

Claims 2-4, and 6-1 1 depend respectively on base claims 1 and 5 and are 
rejected for the same reason as the base claims. 

4. Claims 12 and 16 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 12 and 16 recite the steps of "A computerized system that comprise different 
means for predicting a correct addressee to be filled-in in an addressee field in an e- 
mail system, whereby user-related history information, including the user's prior sent 
and/or received e-mail, is analyzed for associating the most probable addressee for an 
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e-mail to be addressed..." in the context of the claimed invention are interpreted by the 
Examiner to represent computer code or concept, which does not have a practical 
application or tangible result. The "means for analyzing attribute values..., means for 
weighting single analysis results..., and means for conveying probable address proposal 
to the user..." as recited in the claims are not described in the specification with written 
description to convey for example the presence of hardware or statutory system under 
35U.S.C. 101. 

Claims 13-15, and 17-22 depend respectively on claims 12 and 16 and are 
rejected for the same reason as the base claims. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

6. Claims 23 and 27 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. The claims recite the phrase "a computer- 
readable storage medium ..." not found in the specification. It is however appreciated 
that the language in question here was present in the claims as originally filed. 

Accordingly, please amend the specification to include this language or amend 
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the claims to remove this language in accordance with the MPEP 2163 (l)(B). 

Claims 24-26, and 28-33 depend respectively on claims 23 and 27 and are 
rejected for the same reason as the base claims. 

Conclusion 

Appropriate correction is required. The above noticed problems are just 
exemplary. Applicant is required to totally check the application for error and correct the 
same. This action is made Non-Final. Any inquiry concerning this communication or 
earlier communications from examiner should be directed to Jude Jean-Gilles whose 
telephone number is (571 ) 272-3914. The examiner can normally be reached on 
Monday-Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tonia Dollinger, can be reached on (571) 272-4170. The fax phone number 
for the organization where this application or proceeding is assigned is (571 ) 273-3301 . 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
0800. 

/Jude J Jean-Gilles/ 

Primary Examiner, Art Unit 2443 



April 12, 2009 
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Supervisory Patent Examiner, Art Unit 2443 



